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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temi adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)|El This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |E1 Claim(s) 1-29 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) 1,2,5.7-16,18-20 and 29 is/are rejected. 

7) IEI Claim(s) 3,4,6,17 and 21-28 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 11 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 1 1 contains the trademark/trade name "Dahlia", "Diamond Green B", 
"Cotton Blue", "Acid Fuschsin", "Acid Green", "Acid Magenta", "Acid Roseine", "Acid 
Rubin", "Alizarol Cyanin R", "Aluminon", "Aniline Blue Ws", "Chrome Violet Cg", 
"Chromoxane Cyanin R", "Eriochrome Cyanin R", "Gentain Violet", "Helvetia Blue", 
"Hoffman's Violet", "Light Green", "Lissamine Green Sf, "Magenta 0", "Magenta I". 
"Magenta II", "Magenta III", "New Fuchsin", "Night Blue", "Solochrome Cyanin R", 
"Victoria Blue 4r", "Victoria Blue B", "Victoria Green B", "pararosanilin", Primula", 
"Rosanilin", "Auramine O" and "Water Blue I". . Where a trademark or trade name is 
used in a claim as a limitation to identify or describe a particular material or product, the 
claim does not comply with the requirements of 35 U.S.C. 1 12, second paragraph. See 
Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). The claim scope is uncertain 
since the trademark or trade name cannot be used properly to identify any particular 
material or product. A trademark or trade name is used to identify a source of goods, 
and not the goods themselves. Thus, a trademark or trade name does not identify or 
describe the goods associated with the trademark or trade name. In the present case, 
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the trademark/trade name is used to identify/describe dye and, accordingly, the 
identification/description is indefinite. 



Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action; 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-2, 9-10, 12-16 and 20 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dessauer (US Patent 4,029,506). 

Dessauer teaches a marking composition of a color-forming, radiation-sensitive 
component, a diffusely reflecting pigment and a binder (abstract and col. 1 lines 36+). 
The pigment can be selected to absorb upon it surface the dye develops by irradiation. 
The most preferred by the reference is titanium dioxide and a cationic triarylmethane 
dye-forming component (col. 3 lines 12-18). A colored pigment can be added to the 
composition for an additional identification purpose (col. 3 lines19-20). A polymeric 
binder may be added to the ink composition such as polyvinyl acetate (col. 3 line 41 -col. 
4 line 8). The marking composition comprises titanium dioxide pigment, a 
triarylmethane cationic dye-forming component, a UV activated photo oxidant, and a 
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binder (col. 4 lines 9-14). The composition as taught by Dessauer appears to anticipate 
the claimed invention. 

Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by Ortalano et al 
(US Patent 6,503,317). 

Ortalano et al teach an aqueous pigment dispersion which may be incorporated 
into an ink composition (abstract) wherein the pigment is dispersed in a dispersant dye 
(col. 1 lines 7-10). The dye may be present in the amount of 1 to 50 percent by weight 
and the pigment may be present in the amount of 1 to 50 percent by weight (col. 5 lines 
8-1 1 and 54-58). The individual pigment and dye components of the dispersion and ink 
composition may be combined as desired and may be selected from those having the 
same or different color space (col. 6 lines 19-23). The reference further teaches in 
example 1 Pigment Blue 15:3 with Acid Blue 9 (triphenylmethane blue dye). The 
composition as taught by Ortalano et al appears to anticipate the claimed invention. 

Claims 1, 2, 5, 7-13, 16, 18, 20 and 29 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Laxer (US Patent 3,886,083). 

Laxer teaches a safety ink composition comprising a dye soluble and bleachable 
and a fluorescent pigment (abstract). The reference further teaches the vehicle consist 
essentially of 20 percent glycerin, about 64 percent sorbitol and about 16 percent water 
(col. 3 lines 57-61). The pigment selected should be non-bleachable, insoluble in water 
and no more than very slightly soluble in the lower alcohols and lower ketones (col. 4 
lines 43-46), The composition as taught by Laxer appears to anticipate the claimed 
invention. 



Application/Control Number: 10/680,362 Page 5 

Art Unit: 1755 

Allowable Subject Matter 

Claims 3-4, 6, 17, 21-28 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

The following is a statement of reasons for the indication of allowable subject 
matter: The references alone or in combination fail to teach the following: 

1 . the specific components set forth in claims 3, 4, 6, 17, 

2. ink jet cartridge containing the ink composition of claim 1 , or 

3. a method of highlighting set forth in claim 22 
in view of the rest of the claim limitations. 

Conclusion 

The remaining references listed on forms 892 and 1449 have been reviewed by 
the Examiner and are considered to be cumulative to or less material than the prior art 
references relied upon in the above rejections. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Veronica F. Faison whose telephone number is 571- 
272-1366. The examiner can normally be reached on Monday-Thursday and alternate 
Fridays 8 am to 5 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306, 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more Information about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



